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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

a. The specification shall contain a written description of the invention, and of the manner and process of 

making and using it, in such fuU, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 9 and 12-14 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventor(s), at the time the application was filed, had possession of the claimed invention. 

3. Claim 9 recites that the shell thickness is in the range of 0.1 to 0.5 fxm. However, this range 
is not supported by applicant's specification. It is noted that the specification discloses ranges of 0.1 
to 5 ^m, 0.1 to 4 fxm, and 0.1 to 3 fxm (PG PUB of herein application at [0070]), however, 0.5 fj,m is 
not recited, accordingly, each and every point in the newly claimed range is not supported. Further, 
the examples provided by applicant are not sufficient to establish the entire claimed range. 

4. For purposes of examination, it appears that applicant intended to recite that the shell 
thickness is in the range of 0.1 to 5 fxm, given that the Remarks of 3/20/2008 state that claim 9 has 
been amended to incorporate the subject matter of claim 1 1 (page 4, T[ 1). Wherein claim 11 recites 
that the thickness of the shell is within the range of 0.1 to 5 |U,m. Accordingly, in order to advance 
prosecution 0.5 )J,m is rendered a typographical error, examination has been completed on the basis 
that the claimed thickness of the shell is within the range of 0.1 to 5 fxm. 
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Claim Rejections - 35 USC § 103 

5. The text of those sections of Tide 35, U.S. Code not included in this action can be found in 

a prior Office action. 

6. Claims 9 and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hayashi 
et al. (US 2001/0046081) in view of liang et al. (US 2002/0131152). 

7. Hayashi discloses a display element (electrophoretic display) comprising a microcapsule 
composition (abstract). The microcapsule composition comprises microcapsules and an aqueous 
solution [0188]. The microcapsules comprise a dispersed system sealed in the microcapsule, wherein 
the dispersed system comprises electrophoretic particles dispersed in dielectric Hquid. The dielectric 
liquid includes solvents [0168-0170]. Wherein the microcapsules and aqueous solution comprise 
100% of the microcapsule composition [0188]. Hayashi discloses that the microcapsules have a core 
diameter in the range of 10 to 200 |j,m [0036]. Wherein the shell has a thickness of 3 |j,m or more 
[0325]. 

8. Hayashi fails to disclose two limitations, the weight percent of microcapsules present in the 

microcapsule composition and the size distribution of the microcapsules. 

9. In reference to the weight percent of microcapsules present in the microcapsule 
composition, Hayashi exemplifies about 0.17- about 16 wt% of microcapsules present in the 
microcapsule emulsion, whereas applicants have claimed 30-80 wt% [0188]. However, it is the 
examiner's position that depending on the desired outcome of the electrophoretic display, one of 
ordinary skill in the art would readily be capable of modifying the weight percent of microcapsules 
present in the composition in order to obtain enhanced optical characteristics. Specifically, an 
increase in the microcapsule concentration would result in an increase in the visible Ught and dark 
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components of the microcapsule contained in the display device, thus resulting in improved viewing 
quality. Additionally, MPEP § 2144.05 states that generally, differences in concentration will not 
support the patentability of subject matter encompassed by the prior art unless there is evidence 
indicated such a concentration is critical. In the absence of any showing that the microcapsule 
concentration is critical the difference in concentration is not considered to support the patentability 
of the claimed subject matter. 

10. The Hayashi reference fails to explicitly disclose the exact values of the particle distribution 
by volume, as claimed. Hence attention is directed towards the Liang et al. reference, which teaches 
that the size distribution of the microcapsules of the prior art are broad, resulting in poor resolution 
and addressability for color applications [0007]. Thus, it would have been obvious to one of ordinary 
skiU in the art to narrow the microcapsule size distribution of Hayashi in order to improve the 
resolution and addressability for color applications in electrophoretic displays. Wherein it would 
have been obvious to one of ordinary skiU in the art to optimize the size distribution; it has been 
held that where the general conditions of a claim are disclosed in the prior art, discovering the 
optimum or workable ranges involves only routine sldU in the art. In reAller, 105 USPQ 233. 

11. Clearly, ling et al. recognizes the size distribution of microcapsules in electrophoretic 
displays as a result effective variable because changing it will clearly affect the type of product 
obtained. See MPEP § 2144.05 (B). Case law holds that "discovery of an optimum value of a result 
effective variable in a known process is ordinarily within the sldU of the art." See In re Boesch, 617 
F.2d 272, 205 USPQ 215 (CCPA 1980). In view of this, it would have been obvious to one of 
ordinary skill in the art to modify the particle diameter distribution by volume to values within the 
scope of the present claims so as to produce desired end results (increased resolution). 
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12. In reference to the product-by-process limitations of claims 12 and 13, it is the examiner's 
position that the product of Hayashi appears to be the same or similar to that claimed, although 
produced by a different process. Specifically, since the electrophoretic particles, suspending fluid and 
aqueous binder of Hayashi correspond to diose claimed and provided in the specification, it is clear 
that the resulting microcapsule composition of Hayashi is the same or similar to that claimed. 
However, it is noted that the Hayashi reference discloses wet classification [0317]. 

13. The examiner has provided a rationale tending to show that the claimed product appears to 
be the same or similar to diat of the prior art, although produced by a different process, the burden 
shifts to applicant to come forward with evidence establishing an unobvious difference between the 
claimed product and the prior art product. In reMarosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. 
Cir. 1983). 

Response to Arguments 

14. Applicants' arguments fUed have been fuUy considered but they are not persuasive. 

15. Applicants have essentially argued that the 103 rejections are invalid because the Liang 
reference does not cure the deficiencies of the primary references, specifically, the Loang reference 

fails to identify the size distribution or teach hows to modfiy the size distribution. The examiner has 
thoroughly considered applicants' arguments and the support provided, and concludes that the 
obviousness rejections are valid. 

1 6. It is noted that the cited portion of the Liang reference is [0007] which discloses that a large 
particle size distribution is not desired, thus motivating one to narrow the particle size distribution. 
It is not necessary that the reference identify the desired or undesired particle size distributions, 
rather the teaching that narrow size distributions are prefered guides one skilled in the art to 
optimize this parameter and established that the parameter is result-effective. It is not necessary for 
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the Liang reference to disclose the mode of distribution optimization, since one of ordinary skill in 
the art would readily be capable of optimizing the distribution given that such modes are well know 
in the art (such as utilziation of filtering). 

17. Applicants have attempted to show (\na. submission of the 1.132 Declaration on 3/20/2008) 
the presence of improved results obtained from the claimed invention. Specifically, applicants have 
argued that the combination of the microcapsule content and the claimed ratio defining the size 
distribution results in unexpectedly improved properties. The examiner has considered the 
Declaration and concludes that it is insufficient to overcome the prima facie case of obviousness 
because it include(s) statements which amount to an affirmation that the claimed subject matter 
functions as it was intended to function. This is not relevant to the issue of nonobviousness of the 
claimed subject matter and provides no objective evidence thereof. Details regarding the deficiencies 
are discussed below. 

1 8. Firstiy, the unexpected results are not commensurate in scope with the claimed invention, 
applicants claims are generic to the claimed components (for example the claim is generic to the 
microcapsule shell, solvent, and, electrophoretic particles), whereas the examples are drawn to 

species of the claimed components (for example the declaration utilizes gum arable and gelatin as 
the microcapsule shell). Furthermore, applicants have failed to pro\'ide an adequate basis for 
reasonably concluding that the great number and variety of compositions included in the claims 
would behave in the same manner as the tested composition. See MPEP § 716.02(d)(1). Thus, the 

evidence provided is not commensurate in scope with the claims. 

19. Secondly, applicant has claimed broad ranges for the microcapsule content (30-80 wt %)and 
the claimed size distribution ratio (greater than 80%) of the microcapsules, whereas the examples are 
drawn to specific amounts of each of the components. Attention is directed to MPEP § 71 6.02(d) (1), 
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which states that nonobviousness of a genus or claimed range may be supported by data showing 
unexpected results from testing a narrower range if one of ordinary skill in the art would be able to 
determine a trend in the exemplified data which would allow the artisan to reasonably extend the 
probative value thereof However, applicants have failed to provide such evidence. 

20. Additionally, a side-by-side comparison should hold all variable the same except for that 
which is alleged to be critical. Ex Parte Raske, 28 USPQ2d 1306. Applicant has failed to hold all die 
variables, except the critical variable constant. Moreover, the Examples 1-4 and the Experiment 3 
include a variation of four variables: the microcapsule diameter, the maximum peak particle 
diameter, the microcapsule content and the size distribution ratio. Experiment 1 as compared to 
Example 1 includes the variation of the microcapsule diameter and the maximum peak particle 
diameter. Experiment 2 as compared to Example 1 includes the variation of microcapsule diameter, 
the maximum peak particle diameter, and the microcapsule content. Experiment 1 as compared to 
Experiment 2 includes the variation of the microcapsule diameter, the maximum peak particle 
diameter, the microcapsule content and the size distribution ratio. As noted above, it is necessary 
that a side-by-side comparison hold all the variables the same except that which is alleged critical. 
Applicants have not alleged that the microcapsule diameter is a critical variable leading to the alleged 
unexpected results. Thus, in each of the above comparisons, it is not necessarily clear that the 
claimed microcapsule content and the size distribution ratio result in the expectedly improved 
properties. 

21. Applicants have requested comparison of Experiment 3 (that of Hayashi et al.) to Examples 
1 to 4 (inventive examples), and the comparison of Experiments 1 and 2 to Example 1. The 
examiner is unable to conclude, as applicants' allege, that the combination of the microcapsule 
content and the claimed size ratio are actually unexpected results. As noted in the rejection above, an 
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increase in the microcapsule content in the invention of Hayashi is expected to result in improved 
properties. Furthermore, as noted in the rejection above, narrowing of the size distribution ratio is 
also expected to result in improved properties. Accordingly, it is not readily apparent that the 
microcapsule content and the claimed size ratio yield unexpected results. 

22. Applicants' attention is directed to MPEP §716 for guidance as to the requirements for 
effectively rebutting a prima facie case of obviousness based on unexpected results. 

Conclusion 

23. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set fortii in 37 CFR 1.136(a). 

24. A shortened statutory period for reply to this final action is set to expire THREE MONTHS 
from the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the 
mailing date of this final action and the advisory action is not mailed until after the end of the 
THREE-MONTH shortened statutory period, then the shortened statutory period wiU expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) wiU be 
calculated from the mailing date of the advisory action. In no event, however, wiU the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Saira Haider whose telephone number is (571) 272-3553. The examiner can 
normally be reached on Monday-Friday from 10am-6pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor. 
Randy P. Gulakowski can be reached on (571) 272-1302. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubHc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact tiie Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Randy Gulakowski/ Saira Haider 

Supervisory Patent Examiner, Art Unit 1796 Examiner 

Art Unit 1796 



